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Dear Perry: 

Pursuant to the discussion during the discovery conference, I have enclosed Smith & 
Nephew's supplement^ noninfringement and invalidity responses, which are subject 
to and made without waiving Smith & Nephew's previous objections to ArthroGare's 
discovery requests, We reserve the right to revise these responses as discover}' 
proceeds. In particular, we reserve the right to revise these responses after we have 
received meaningful discovery on ArthroCare's claim construction and infringement 
contentions, and after the Court has construed the asserted claims. 

Smith & Nephew objects to ArthroCare's improper attempts to informally amend its 
infringement allegations. Our responses concern (1) the Dyonics Control RF System 
which is the only product alleged in ArthroCare's Complaint to infringe and (2) the 
asserted claims originally identified in Jared Bobrow's November 2, 2001 letter. We 
are not providing rt^f^nses at this time for the additional claims listed in your March 
1 5 letter since that w^ the first notice we received, ju$t two Aveeks ago, that those 
claims were being asserted. We are in the process of preparing responses to those 
additional claims, however, and expect to have them to you within the next two 
weeks. 

In addition, and in response to your letter of March 27, 2002, we are also not 
providing responses at this time for the Dyonics Electroblade Resector 
("Electroblade 1 •) since it is not in the case. As you know, Electroblade was not 
accused in ArthroCare's Complaint. The only product ArthroCare accused in its 
Complaint was the Dyonics Control RF System. Further, ArthroCare failed to move 
to amend; its Complaint as it is required to do under the Rules, arid the deadline for 
amending pleadings in this case expired on March 8, 2002. Instead, ArthroCare 
merely stated iri a letter a week later that "Electroblade is now among the accused 
products:'* 
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As you knowr^ the accusation of irifringemerit in a patent lawsuit is a formal step in the 
case that carries with it certain burdens to investigate tinder Rule 1 1 . Judin v. United 
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States, 1 10 F.3d 780 (Fed. Cir. 1997); Antonious v. Spalding & Evenflo Companies, 
Inc., 275 F .3d 1066 (Fed. Cir. 2002). Indeed, in light of ArthroCare's argument 
during the discovery conference on March 5 that it needed discovery to determine 
Whether: Electroblade infringes, we were quite surprised that Electroblade was 
included in ArthroCare's infringement chart Accordingly, Wb question whether 
ArthroCare can meet its bidden under Rule 11 with respect to Electroblade. 

Please let me know if you are in disagreement with any of the foregoing. 


Very truly yours, 



Keith Walter 


Smith & Nephew's Supplemental Response Re Non-Infringement 
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Smith & Nephew's Supplemental Response Re Invalidity 

In addition to its previous objections, and without waiving any of those 
objections, Smith & Nephew also objects to providing its invalidity contentions at this 
time, since ArthroCare has refused to provide ahy of its contentions with respect to 
construction of the claims of its patents. Accordingly, Smith & Nephew reserves the 
right to supplement, amend, or otherwise modify its invalidity contentions as the case 
proceeds, and particularly after ArthroCare provides its proposed claim construction 
and/or after the Court <wi$t^ of ArthroC^e -s patents. 

Ne vertheless, as of the present time, Smith & Nephew incorporates i ts previous 
responses by reference, and ftirther responds as follows: 

Certain of Smith & Nq)hew ? s invalidity contentions are based on invalidity under 
35 U.S.C. § 102 and/or § 103 in view of certain prior art references; In the interest of 
brevity and convenience^ rather than repeat the full names of those references in 
connection with each such conteritiori^ Smith & Nephew will instead refer to those 
references by number, in accordance with the following table: 



issue/ 
Pab'n 
Tf»te 

Patent Number/ 
Publication 

Inventor/Author 

title 

I 

omem 

US 2,056,377 

KC. tyappler 

Electronic Instrument 

2 

05/00/69 

Bio-MedicaJ 
Engineering 206- 
216 

A.K Dobbie 

The Electrical Aspects of 
Surgical Diathermy 


06/11/74 

US 3,815,604 

^oiiorC.P'Malley, 
fojlph M. Heinle Sr. 

Apparatus >W Intraocular 
Surgery 

4 ■ 

08/13/74 

US 3,828,780 

L^KatlesF. Morrison, 
Jr. 

Combined ElectrocoaguJ ator- 
Suction Instrument 

■ 5 ' 

01700/75 

Transactions On 

Biomedical 

Ejigmeering 

William M. Hijnig 

The Mechanism of Cutting in 
Electrosurgery 


1 



Issue/ 
Pub'n 
Date 

Patent Number/ 
Publication 

Inventor/Autbor 

Title 

6 

omens 

US 3,961,242 

Karl Storz 

Electric Surgical Instrument 

7 

1 1/1 8/75 

US 3,920,021 

Siegfried Hiltehrandt . 

Coagulating Devices 

O 
O 


Acta 

Medicotechnica 
(Medizihalr- 
Marid^ Vol. 24i 
No. 4, 1976 129- 
134 

E. Elsasser and E. 
Roos 

Uber em Instrument zur 
leckstromfreien transurethralen 
Repetition (Concerning An 
Instrument for Transurethral 
resection 'without leakage of 
current) 

9 

02/24/76 

US 3j939,839 

Lawrence E. Curtiss 

Resettoscope and Electrode 
Therefor 

10 

07/20/76 

US 3*970,088 

Charles F. Morrison 

i^ectrositfgical Devices 
Havine Sesauinolar Electrode 
Structures Incorporated 
therein 

11 

Ql/07/77 

2313 949/ 
N 76 17587 

SiegfiSed Mhebiiaridt 
et Ludv^g Bonnet 

Bbiicie de sectibnnement a une 
ou deux branches pour 
resertoscope 

12 

O0/OO/7& 

Gi^troenterdlpgy, 
Vol: 74^0,3, 
527-534, 1978 

JKA. Piercey, M.D., 
D.C. Authi Ph.D, 
RE , RE. Silverstdii, 
M D., H.R. Wijlajd, 
Phi). Mi. ©emus, 

d.v:m.,d.m. 

EHefson, B.S., DJvl 
Davis, M.SE;E.,lU^ 
Protell,M.D,an(d 
CE. Rubin, 

Electrosurgieal Treatment of 
Experimental Bleeding Canine 
^2^c Ulcers: Development 
mid testing of a computer 
control and a better electrode 

jj 



Gharles R MOrriS0n, 
Jr. 

JEle<ctr0surj^cal Instrument 

14 

06/06/78 

yS4,092^86 

Max Schneideirman 

Constant Output 
Electrosurgieal Unit 

15 

09/26/78 

its file history 

Eberhard Roos 

Electro-Surgical Device 

16 

11/00/79 

Digestive 
Diseases and 
Sciences, Vol. 24, 
No. li;,i45-848 

M.15. Dennis, J. 
Peoples/R. Htilett, 
D C Auth; R -L. 
Prbte!l,C£^Rxibin, 
and P,E. Silv^tdai 

Evbliitiori of Electrofulguration 
in Control of Bleeding of 
B^rimentiaJ Gastric XJlcers 


# 

issue/ 
Pub'n 
Date - 

Patent Number/ 
Publication 

Inventor/Author 

Title 

17 

01/01/80 

US 4,181,131 

HisaoOgiu 

High hrequency 
Electrosurgical Instrument for 
Cutting Human Body Cavity 
Structures 

18 

01/22/80 

US. 4,1 84,492 

Hans H. Memke, 
Gerhard 

Flaehenecker, Karl 

F^eiiineier, 

Fnedrieh 

Laridstdrfer, Heinz 

Safety Circuitry for High 
Frequency Cutting and 
Coagulating Devices 

19 

11/1 1/80 

US 4,232,676 


Stkrgical Cutting lnsti^ent 

20 

02/03/81 

US 4,248,231 

MtwflSczog and 
: James A. Murphy 

Surgical Cutting Instrument 

21 

02/00/82 

CRC Press, 

American Heart 
Journal, Vol. 117, 
332-341 

KevjnJ, BaiTy,Mi>, 
Jonathan Kaplan, 
Mt>; Rayjoaond J. 
Cbf^ttlly^PkD, Paul 
N^deli^ffS 
Braj aimn I Lee, 
Mb, Gary J. Becker, 
M^B^c^R Waller, 

Caiipw, l^,Ph.D 

The effect of radiqftequency- 
generated thermal energy on 
iiic ijiecnarucaj ana Jjusiojogic 
ch^ctensti« of the arterial 
wall in vivo: Imolications for 
mdiofrequency angioplasty 

22 

04/27/82 

US 4326,529 

James D: 

Itibhard L; Butson 

Comeal-Shaping Electrode 

23 

04/26/83 

US4,381>007 

James IX Doss 

JVliijtipjQ^^ 

ElejCtrode wtoHle^iblie 

Refhoyabie Skift 

24 

00/00/84 

Gut; 25, 1424- 
1431 

(j,P 

J^li^B. Shemesh, 

Lewin, J.S. Clifton, 
f C/Nbrthfield; PJB. 
Cottbh, and P3*. 
Salriion 

Which Electrode? A 
comparison of four ^doseopic 
methods dfdwtnfcd^ 
in experimental bleeding ulcers 
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# 

Issue/ 
Pub'n 
Pate 

Patent Number/ 
Publication 

Inventor/Author 

Title 

25 

00/00/85 

Urological 
Research 13:99- 
102 

J.W.A. Ramsay, KA. 
Shepherd, M. Butler, 
P.T. Gosling, R.A. 
Miller, D.M.A. 
Wallace, HJM. 
Whitfield 

A Comparison of Bipolar and 
Monopolar Diathermy Probes 
in Experimental Animals 

26 

06/00/85 

JACC Vol. 5, No. 
6, 1382-6 

Cornells J. Slager, 
MSe, Catharina E. 
Essed, MD, Johan 
C.H. Schuurbiers, 
BSC, Nicolias Both, 
Ph-D> Patrick W: 
Serruys, MB, Geert 
T. Meester, MD, 
FACC 

Vannriyatirvri of" 

Atherosclerotic Plaques by 
Spark Erosion 

27 

1 0/22/85 

US 4,548^207 

Harry G. Reimels 

Disposable Coagiiiator 

28 

05/27/86 

US 4,590,934 

Jerry L. Malis, 
I^nmd J; Malis, 
Robert R. Acbrcey, 
David Solt 

Bipolar Gutter/Coagulator 

29 

A A iAA lOI- 

00/00/87 

Kardiolpgie, 
Kardiol.76: Supp. 
6, 67-71 (1987) 

ii J Sjaeer AC 
PhafF, G.E. Essed, 
l.CM. Schuurbiers, 
K Bom, V,A. 
VMdenbroucke, and 
P; W. Serruys 

S|>arJc Erosion of 
Arteriosclerotic Plaques 

30 

04/28/87 

US 4,660,571 

Stanley R. Hess, 
Tr&ti KovacS ^ 

KSreutaneous Lead Having 
Radially Adjustable Electrode 

31 

06/23/87 

US4,674i499 

DavidSCPao j. 


32: 

07/00/88 

ValJevlab Part 

Number 945 100 
J 02 A 

Valleylab, Inc. 

Surgistat Service Manual 

33 

1 1/22/88 

US 4,785;823 

jphilip E. Eggers, 
Ftobert F. Shaw 

Methods And Apparatus For 
Pi^Ml^t^ih Vivo Blood 

34 

00/00/89 

SP1E Vol. 1068 

Catheter-based 

Sehsingand 

Imaging 

Technology 

PaulG.Nardella 

R^adio Er^tfenty Energy and 
i^jp^^peE^^ck 
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Issue/ 
Pub'n 
Date 

Patent Number/ 
Publication 

Inventor/Author 

Title 

35 

00/00/89 

1 he Organizing 
Committee of the 
7 th World 
Congress on 
Endourology and 
ESWL 

Foundation for 
Advancement of 
International 
Science 

Robert Tucker and 
Stefan Loening 

A RiTv^tar T*If*<"*1rr><;iiroir'5il Turn 

I \ JU/JL/V/JCU 1_/1V«'U Vy^>Ul ^iwul 1 Ul LI 

Loop 

36 

0^21/89 

US 4,805,616 

David S C Pao 

Bipolar Probes lor Ophthalmic 
Surgery and Methods of 
Perfdrining Anterior 

f^artci ilrvf rt ni v 

37 

03/00/89 

Journal of 
Urology Vol. 
141,662-665 

Robert D. Tucker*. 
Eugene V. 
Kramolowsky, Eric 
Bedell and Charles E. 
Platz 

A Comparison of Urologic 
Application of Bipolar Versus 
Monopolar Five French 
Electrpsiirgical Probes 

JO 

UH/UUAO/ 

JACC Vol 13 
No. 5, 1167-75 

Benjamin 1. Lee, 
>ffi,FACC>GaryJ. 
Becker, MD, Bruce 
F/ Waller, MD, 
FACC, Kevin J. 

X. Connolly, i?h.D, 
Jonathan Kaplan, 
MP, /dan R 
Shapiro r MS, Paid C. 
Nardeiia,BS 

Iliejmal Compression and 
Molding of Atherosclerotic 
Vascular Tissue With Usfe of 
Kacioirequency jbnergy. 
li^plicatibns for 
Radiofrequeney Balloon 
Angioplasty 

39 

04/25/89 

084,8213,791 

frrarik M^WA^KQj,: 
Ua wn ^yi-r JL/ei^eiiius, 
pomipck G. 
Esbbsifb Michelle 13 
Maxfield, Claude E. 
Petnizzi, Robert H. 
Quint 

HOTtrpMrgic^Probe 
Apparatus 

40 

05/23/89 

US 4,832,048 

Donald Cohen 

Suction Ablation Catheter 

41 

00/00/90 

Jroidgicaj 
Research ifc29I- 
294 

R.D. tucker, E.V. 
Kramolowsky, and 
C.E. Plate 

In- vivo ei tect ol 5 French 
bipolar and monopolar 
0ectf osurgical proles on the 
porcine bladder 
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# 

Issue/ 
Pub'n 
Date 

Patent Number/ 

P ii h 1 i ci* 1 1 on 

Inventor/Author 

Title 


yz/uu/yu 

Journal of 
uroipgy voi. 
143,275-277 

Eugene V. 

isjoinoiowsKy ana 
Robert D. Tucker 

Use ol 5F Bipolar 
Electrbisurgical Probe in 
Endoscopic Urolqgiical 
Procedures 

43 

04/05/90 

WO 90/03 152 

John Considirie, John 
v>oiin 

EJectrq-surgicai Apparatus tor 
Removing Tumours from 
Hollow Organs of the Body 

44 

05/01/90 

US 4,920,978 

David P. Colvin 

Method and Apparatus lor the 
Endoscopic Treatment of Deep 
Tumors Osmg RF 
Hyipfeilheriflia 

45 

06/05/90 

US4^3i,047 

AJan Broadwin, 
Charley Vassallo, 
Joseph N. Logan, 
Robert W. Homlein 

Method and Apparatus For 
Providing Enhjmced Tissue 
: Fragmentation And/Or 
Hemostasis 


uo/zo/yu 

TTC A OIK 

reter btasz 

Ultrasdnically Enhanced RF 
Ablation Catheter 

Ail 

10/30/90 

US 4^66^597 

Enc R. Cosman 

lhemometric tiardiac tissue 
Ablation Electrode with Ultra- 
Sensitive Temperature 
Detection 

48 

12/1 1/90 

US 4,976,711 

Da vid J , Pan ns, Mark 
ARydell, Peter 
Stasz 

Ablation Cathj^er With 
Selectively DepJoyable 
Electrodes 




iiesisUe A. Ueddes, 
M^inH. Hinds; Joe 
^^prjailtl, WMm 
p. Voorhees 

Method and Apparatus for 
Thermally Destroying A Layer 
of An Organ 

50 

03^3/91 

PE 3930451 Al ; 

kilipitio 

Gerharfy Steinbeck, 

Vo^chtung turdje 
Hoehfrequenzkoagulatibn von; 
biblogischem Gewebe 

51 

04/16/91 

US5,00?,90$ 

»k A.Ry^eli 

Electrosw^c^ i 
Haying He^e;Cirttiiig 
Electrode And SpotTCoag 
Electrode 

52 

04/23/91 

US 5.009,656 

Harry 

Bipolar Electrosurgical 
Instrument 

53 

07/30/91 

US 5,035^96 

Mark A. Rydell 

l^ectrosxirgicaJ lnstniment tor 
Conducting Endtoscopic 
Retrograde Sphincterotomy 
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# 

Issue/ 
Pub'n 
Date 

Patent Number/ 
Publication 

Inventor/Author 

Title 

54 

09/00/91 

Journal ot 
Urology Vol. 
146,669 

fcugene V. 
Kramolowsky and 
Robert D. Tucker 

The Urological Application of 
Electrosurgery 

55 

09/10/91 

US 5,047,026 

Mark A. Rydell 

Klectrpstirgical Implement For 
Tunneling Through Tissue 

56 

09/10/91 

US 5,047,027 

Mark A. Rydell 

Tumor Reseetor 

57 

10/07/91 

bipolar 
Laparoscopic 
Cholecystectomy 
Lecture 

Dr.Olsen 

Bipolar Laparoscopic 
Chofec^stectbmy 

5$ 

01/14/92 

US 5,08.0,660 

Texrefice.J. Bueiha 

Electetfsurgical Electrode 

59 

01/28/92 

US 5,084,044 

Robert H: Quint 

Apparatus tor l^dometnal 
AblaUpn and Mjethpd of Using 

60 

02/04/92 

US $085,639 

Mark A. Rydell 

BiOjfey Device With Bipolar 

•fYwi'pnl'fitifwi f^anahllttv 

. V* UugUl CM I 1 V/U • K^CLLM* XJIll I Jr 

61 

02/18/92 

US 5,088,997 

Louis Delahuerga, 
Robert B. Stoddard, 
Micbael S, Klicek 

Gas Coagulation Device 

62 

03/24/92 

US 5,098,431 

Mark A. Rydell 

RF Ablation Catheter 

63 

04/28/92 

US 5,108,391 

(Jerhard ' 
Flgciheiiecjcer, Karl 
^astferm^iigr, fieiiiz 
Hndfenmeier 

. IjU gLFNT 1 vUUCUvjf - VJ CliCi OVUI F Uf 1 

Tissue Cutting And For 
Coaoulatirifr Tri Hicrh-^ 
Fi^Uency S^gery 

64 

05/12/92 

US 5,1 12330 

SMnipJ^ 

Resectoscope Apparatus 

65j 

06/16/92: 

USXl22,l3& 

Kim H. Manramg 

Tissue Vaj^nzing Accessory 

: Antl ' pfhivl fnr an PnHrtc/?rm** ■ 

66 

12/01/92 

US5,;167,659 

Napld ©Mpmo; 
S Itizud Niftomi ya 

Blood Coagulating Apparatus 

67 

12/15/92 

US 5,171,311 

Mane -a.. Kyceji, 
David J. Parins, 
Steven W, Bterhow 

Peicirtan^ous Laparoscopic 
Ctol^rtectpmy Instrument 

68 

03/30/93 

US S> 197,963 

David J. Parirfs 

lilecttosurgical instrument with 
^tOTd^b]e0irath for 
Irrig^tipft and, Aspiration 

69 

05/04/93 

US 5,207,675 

Jerome Cariady 

Surgical Coagulation Device 
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Issue/ 
Piib'n 
Date 

Patent Number/ 
Publication 

Inventor/Author 

Title 

70 

06/08/93 

US 5,217,459 

William Kameriirig 

Method and Instrument lor 
Performing Eye Surgery 

71 

04/26/94 

US 5,306,238 

Richard P. Fleenor 

Laparoscopic Eleetrosurgical 
Pencil 

72 

06/13/95 

US 5,423,882 

Warren M. Jackman, 
Wilton W. Webster, 
Jr. 

Catheter HavmgfcJectrode 
With Annular Recess and 
Method of Using Sarnie 

73 

10/03/95 

US 5,454,809 

Michael Janssen 

Eleetrosurgical Catheter And 
Method For Resolving 
Arthe;r6scler6tic Plaque By 
Radio Frequency Slicing 


1. US. Patent No. 5,697£36 ("the '536 patent") 
A. Claim 45 

Smith & Nephew contends that claim 45 of the '536 patent is anticipated by at 
least each of the following references: 3, 8, 12, 15, 16, 18, 19,20/21,22, 23, 24, 25, 26, 
27, 28, 29, 31, 33, 35, 36, 37, 38,41, 42, 43, 45, 46, 48, 49, 51,52, 53, 54, 57, 61, 63, 65, 
66, 67,69,70; 71. 

Smith & Nephew also contends that claim 45: of the '536 patent would have been 
obvious to one of ordinary skill m the art at the tmle of the invention in viewdf atieast 
each of ^ 

Would hayebeeM ©0m 


Combination 

MofwatiQn to Combine 

Any one or more ot l , 4, 6, l r %\\} 7 11, 
13, 16, 17,20, 30,33,39, 40,44,50,55, 
56, 58, 60,^1,62, 64, 68, 69, 71, 72, 73 
with any one or mow of 35, 54, 57* 

Ea^h inference is directed to the same 
ptt^tejen - ^plyittg el^trical energy to a 
target she on a patioaf $ body structureL 

Any one or more pi 1,4, o, t>, /• 10, \\ y 
13,16, 17, 20, 30, 33, 39, 40, 44, 50, 55, 
56, 58, 60, 61, 62, 64, 68, 69, 71/72, 73 
wi th any otherone or more of the 
aniici^ati^^ 

^h jef^ttc to tbe same 
pmblem^ fpplJMig «5fetric$J ^ergy to a 
target site on a patient's body structure. 
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Combination 

Motivation to Combine 

Any one or more of 35, 54, 57 with 59. 

fcach reference is directed to the same 
problem - applying electrical energy to a 
target site on a patient's body structure. 

Any one or more ol 3,1), !>4j 57 with any 
other one or more of the anticipating 
references listed above. 

Kach reference i\ riirpctpd tri Ihp <?~arnp 
problem - applying electrical energy to a 
target site on a patient's body structure. 

Any one or more ot 2, 34, 4/ with any one 
or more of the anticipating references listed 
abiove. 

iiach reference is directed to the same 
problem - applying electrical energy to a : 
target site on a patient's body structure. 

59 with any one or more of the anticipating 
references listed above. 

bach reference is directed to the same 
problem - applying electrical;energy to a 
target site oh a p$tierit r s fcody structure. 

2. U*S; Patent No. 5#97^82^tlte 882 patent") 


A, Claim 1 


Smith & Nephew contehds thrt claim J of the '882 patent is anticipated by at least 
eachjof the following references: 2, 3, 5, 8, 1 5, 16, 18, 22, 23, 24, 25^26,27, 28, 29, 30, 
Si, 34, 35, 36, 37, 38, 42, 45, 46, 48, 49, 51, 52, 53, 54, 55, 57, 61, 62, 63, 65, €6, 67, 68, 
71, 73. 

Smith & Nephew also contfehds that; claim 1 of the '882 patent wotijd have been 
obvious to one of ordinary skill in the aft at the time of the ihVehtion& view of at least 
each ctf the following combinations of references, which Smith & Nephew contends 
would have been combiaedfor at least the follovwng reasons: 


Combination 

Motivation to Combine 

Any one or more ol 1 , b, /, y, 1 i, lty, w y 
% 4&M f 47, 50, 55, 56, 58, 6i y 62»64, 
68, 69V 71, 73 with any ctthef bjae Or more 
o£the anticipating references If ^^;at>pve. 

Each reference is dieted to the same 
problem ^ applying e^fei^l energy to a 
target site on a patieictf-s tiiMy structure. 
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Combination 

Motivation to Combine 

Any one or more ot 1, 6; /, 9, 11, 17, 30, 
39, 40, 44, 47, 50, 55, 56, 58, 61, 62, 64, 
68, 69, 71, 73 with any brie or more of 2, 3, 
4, 12, 16, 18, 21, 22, 23, 24, 25, 27, 28, 3 1, 
33, 34, 35, 36, 37, 41, 42, 43, 45, 46, 48, 
49, 51, 53, 54, 57, 60, 63, 66, 67, 70,72 
and with any one or more of 1 0, 1 3 . 

Each reference is directed to the same 
problem - applying electrical energy to a 
target site oh a patient's body structure. 

Any one or more ol 2± 3, 4, 1 Z, 16, 1 8, 2 1 , 
22, 23, 24, 25, 27, 28, 31, 33, 34, 35, 36, 
37, 41, 42, 43, 45, 46, 48, 49, 51, 53, 54, 
57, 60, 63,66, 67, 70,72 with ahyother 
one or more of the ariticipa^ 
lifted above. 

Each reference is directed to the same 
problem - applying electrical energy to a 
target site on a patient's body structure. 

Any one or more oi I, 3,4, \i y 15, 18, l\ , 
22, 23, 24,25, 27, 28, 31, 33, 34, 35, 36, 
37, 41 , 42, 43, 45, 46, 48, 49,51, 53,54, 
57, 60, 63, 66, 67, 70, 72 with any one or 
more of 10, 13, 

Backre^ to the same 
problem - allying electrical energy to a 
target site on a patient's body structure. 

Any one or more 0} 1 % 1 5 with any otber 
one or more of the anticipating references 
listed above. 

fcach reler^ to the same 
prpbtem - ajppl^g efectrical energy to a 
target sijeoin a patient VWd^s^ 


S mi th & Neph e\y further contends that claim 1 of the '882 patent is also invalid as 
indefinite under 35 U:S.C. § 1 12 \ 2. 
B. Ctairo26 

Smith & Nephew contends that claim 26 of the '882 patent is anticipated by at 
least each of the following references: 2, 5, 23, 26, 29, 61 ^ 63, 

Sinith & Nisj)hew also extends ihat claim 26 of ^^88^ pat^it would have hem 
obvious to one df br^inaiy skill in the ait ait the time of the invention in view of at least 
each of the following combinations of references, which $W 
would have been combined for at least the following reasons: 
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Combination 

Motivation to Combine 

Any one or more ol ) , 6, 7, JO, 11, 13, 17, 
4Qi 39, 40, 44; 47, 50, 55, 56, 58, 62, 64, 

68 69 71 7*3 With flnv Ani* or TtiririF* r>T "X A 
ywj ' *j ' *-> "iui txiij \jii\r \jk ii.iv/JC Ui "t, 

8, 12,15, 16, 18, 21, 22, 23, 24, 25, 27, 28, 
31, 33, 34, 35, 36, 37, 38,41,42,43, 45, 
46, 48, 49, 51, 52, 53, 54, 57, 6Q, 65, 66, 

u/ t yv/, /.z. diiu vvjuj oiiy one or more ui y 9 _ 
14,32,61. 

Each reference is directed tp the same 
problem - applying dectriqal energy to a 
target site on a patient's body structure. 

Any one or more oi J, 6, /, 10, 1 1, 13, 17, 
30, 39, 40,44, 47, 50, 55, 56, 58, 62, 64, 
68, 69, 71, 73 with any one or more of the 

^riticirtafino rf*fprf»rir*i ; *c K«i»/i nKhi/p 
culUVJpauiJg ivivtciJvCp xlolCu clUO.YC* 

Each reference is directed to the same 
problem - applying electrical fcaetgy to a 
target site on a patient's body Structae. 

Any one or more pi 3, 4, 8, 12,. 15, 16, 18, 
21 ,22, 24, 25, 27, 28, 31, 33, 3/4, 35,36; 
37, 38, 41 ,42,43, 45, 46,48, A9, 51^52; 
53, 54, 57, 60, 65, 66, 67, 70, 72 with any 
one or more of 9, J 4, 32, 61. 

Each reference 13 directed to thie same 
problem - appl^g ei^triciil ehergy to a 
target site on a p^ 

Any one or more ot J, 4, ^ 12, 15, 16, 1 Sy 
21, 22, 24, 25, 27, 28, 31, 33, 04, ^5,36, 
37, 38, 41,42, 43, 45,46, 4«,4^ 51, 52; 
53 54 57 60 65 66 67 7ft lJ \viih aaxr 

J J> J") J wv, Wj u /.v> WHn «Hy 

one or more of the anticipating references 
iist^^hove!. 

Each reference is directed to the same 
problem — applying electrical energy to a 
target site oh a patienfsbody structure. 

Any one or more ol y, 14, 32, 61 wthany 
one or more of the anticipating referenced 
listed above. 

JKacti^relerence is difectefl to thersame 
problem ^ applying electrical energy to a 
t^get site on a patient's body stricture. 


Smith & Ngphew further contemls that claim 26 of the '882 patent is also invalid 
as indefinite under 35 tySG § 112 f% 

Smith & Nephew contends ^ 2S of the '882 paterit is M^ by at 
least each of the following references: 8, 15* 21, 26, 29, 41, 42, 45, 57. 

Smith & Nephew also contends that claim 28 of the '882 patent \votild have been 
obvious to one of ordinary skill in the ^ at the tifne of the invention in view of at least 
each Of the following combinations of ireferehces, which Smith & Nephew contends 
would bayebeep combined for at least the following reasons: 
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Combination 

Motivation to Combine 

Any one or more ot 1 , 6, /, y, 1 0^ 11,13, 
1 7, 30, 39, 40, 47, 50, 55, 56, 58, 62 64 
68, 69, 71 , 73 with any one or more of 2, 3, 
4, 5, 12, 16, 18, 19,20,22, 23, 24,25, 27, 
28, 31, 33, 34, 35, 36,37, 38, 43, 46, 48, 
49,51, 52,53,54,60, 63,65,66 67.70 72 
and with any one or more of 44, 61 . 

Each reference is directed to the same 
prbblem - applying electrical energy to a 
target site on a patient' is body structure. 

Any one or more ot 1 , 6, 7, 9* 10, 11, 1 3, 
17, 30, 39, 40, 47, 50, 55, 56,58,62^64, 
68, 69, 71, 73 with any one or more of the 
anticipating references listed above. 

Each reference is directed to the same 
problem — applying electrical energy to a 
target site on a patients body structure. 

Any one or more ot 2, 3, 4, > s 12, 16, .18, 
19, 20, 22,23, 24,25, 27,28, 31, 33,34, 
35, 36, 37, 38, 43, 46, 48, 49, 51^2, 53, 
54,60,63, 65- 66, 67, 70^72 with any one 
car: more of the anticipating referejices listed 
above. 

Each reference ^ Mditecied lo ; the same 
problerh - atppjying electrical en^gyto a 
target site on a patient- s body structure. 

Any one or more oi 2, 3, 4, 5, 12, 16, 18, 
1:9,20,22, 23,24,25, 27,28,31,33,34, 
35,36,37, 38,43,46* 48,49, 51,52,53, 
54, 60, 63, 65, 6^ 67, 70, 72 wiih any one 
ormore of 44, 61. 

Each reference is &j^ed to the same 
Drobliem — anol vin e electrical enerirv to a 
target site on a patrerit's body structure. 

Any one or more qt 44, 61 with any one or 

nidre Of the anUdpati^ 

abaye. 

fcach reference is directed to the same 
problem ^ applymg ei^btrical energy to a 
target site on a patjgrit's body Structure. 


Smith & Nephew further contends that claim 28 of the - 882 patent is also invalid 
as indefinite under 35 U.S.C. §112 f 2. 
■ 3. - \}.S. Patent No. ^2^»2 (?tbe '593 patent*) 
A. Claim! 

Smith & Nephew contends that claim 1 of the '592 patent is anticipated by at least 
each of the following: references: 8, 15,23, 26, 30, 31, 33, 34, 46^ 48, 51, 52, 62, 72. 

Smith & Nephew also contends that claim 1 of the '592 patent would have been 
obvious to one of ordinary skill in the art at the time of the invention: in view of at least 
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each of the following combinations of references, which Smith & Nephew contends 
would have been combined for at least the following reasons: 


Combination 

Motivation to Combine 

Any one or more ol 1* 6, /, 9, 10, 11, i 3> 
17, 30, 39, 40, 44, 47, 50, 55, 56, 58, 62, 
64, 68, 69, 71, 73 with any one or more of 
the other anticipating references listed 
above. 

Each reference is directed to the same 
problem - applying electrical energy to a 
target site; on a patient's body structure. 

Any one or more ol U 6, 7, V, JU, 11, J J, 
17, 30, 39, 40, 44, 47, 50, 55, 56, 58; 62, 
64, 68, 69^ 1% 73 with any one or more of 
2, 3, 4, 5, 12, 16,^, 20, 21, 22, 24, 25, 27, 

Oft' oO -^'i -Ti ^XA 1*^ -oit' i?7 io Ai At 

43* 45, 49, 53, 54,57, 60, 61, 63, 65, 66, 
67^ 70, 72 and with any one or more of the 
other anticipating references listed above. 

Each referfcijeejs directed to the same 
ptobl^;--:^ energy io a 
target site on a patient's body structure. 

Any one or more o! 2, 3, 4^ X2^ 16, 18, 
20, 21, 22, 24, 25, 27,^8, 29, 31, S3, 34, 
35, 36, 37, 38,41,42,43,45,49, 53, 54, 
57, 60, 61, 63, 65^ ^^7, 70, 72 with any 
one ore more of the other: anticipating 
references listed above* 

Each;reference i$ directed to the same 
problem - applying electrical energy to a 
target site on a patient's body structure. 


Smith &N^hewfuithfer contends that claim I of the '592 patent is also invalids 
indefinite under 35IXS;C;§ 1 12 f 2. 
B. Claim 23 

Smith & Nephew contends that claim 23 of the ^5$2 patent is; ^iicj^ated by at 
tem each ofthfe/^ £ 15, 26, 3$ 3^^ 

Smith & Nephew alsp contends that claim 23 of tfee -592 patent would have been 
obvious to one of ordinary skill id the art at the time of the hivehtion in vie*v of at least 
each of the follbAViiig combinations of references; which /&Mith & Nephew contends 
\ycruld have been cci^bined for at least the following -reaisjpns: 
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Combination 

Motivation to Combine 

Any one or more ol 4, 5; 12, 16, 24, 25, 31, 
36, 37, 38, 41 , 42, 53, 61 , 63, 65, 66, 67, 
70, 72 with any one or more of ttieother 
anticipating references listed above. 

Each reference is directed to. the same 
problem ; - applying electrical energy to a 
target site on a patient's body structure. 

Any one of more ol 2, 3, 18, 19, 20, 21, 22, 
23, 27, 28, 29, 33, 34, 35, 43, 45, 49, 52, 
54, 57, 60 with any one or more of the 
other anticipating references listed above. 

Each reference is directed to the same 
problem - applying electrical energy to a 
target site on a patient's body structure. 

Any oneormweol 2, 3, 18, 19*20,-21,2% 
23, 27, 28, 29, 33, 34, 35, 43, 45, 49, 52, 
54, 57, 60 with any one or more of 1 , 7, 1 0, 
17, 44, 55, 56 and any one or mdre of the 
Other anfiejpa listed above. 

Each reference is directed to the same 
problem - applying electrical energy to a 
target site ona patient's body i^cture. 

Anyone ormoreOl 2, 3, 18, 19, ^0, M y 22, 
23* 27,2*^29, 33, 34*35, 43, 45,49,52, 
54 y 57* ^ with 59 and any one; or more of 
the other- anticipating references listed 
above. 

Each reference is directed to the same 
problem; — applying electrical energy to a 
target site on a patient's body ^cfare. 

Any one or more ol 1, 7, 1U;17, 44, bb^Sb 
with any One or more of the other 
anticipating references listed aiboyev 

JKacli relerence is directed to: the same 
problem — applyiiig electrical energy to a 
t^getsite ^pn^ j^tenfs fedy^^chtfe. 

Any one or more ot 6, y, 11, 13,30,39,40, 
47, 50, 58, «2, 64, 68, 69, 71, 73 with any 
one or mdre of the other anticipating 
referees ii£t# above. 

Each reference is directed to the same 
problem — applying electrical energy to a 
target site on a patient's body strudure. 

Aiiy one or more of 6; y, l 1 ,13, 30, 39, 40, 
47; 50, 5^^62, 64, 68, 69, 71, 73 with 59 
and any pnp or more of the other 
anticipating references listed above. 

Each reference is directed to flh^sactie 
problem aj^lyirig electrical energ^r to a 
target site on a patient's bc^y ^tnieture. 

59 with my one or more of the other 
anticipating references listed above. 

JKach reterertcfe is directed to the same 
problem — applying ciectriMl eriergy to a 
tegetsft 


4. All#a<ents 


Smith & Nephervv also contends that the asserted claims of the '536, '882 arid 
'592 patents are also invalid under 35 U.S;G. § 102(f) and/or § 116 because of improper 
inventorship. 

Smith & Nephew's investigation into its defense? is wntinuing, and it reserves 
the right to assert additional invalidity defenses as discovery progresses. 
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